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Newly submitted claims 25 and 26 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-24, drawn to a vascular prosthesis, classified in class 623, subclass 1 .3. 

II. Claims 25 and 26, drawn to a method of inducing non-laminar fluid flow, 
classified in class 604, subclass 9. 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process such as one using a graft having a rectangular or circular (as opposed to generally oval) 
opening, and the process as claimed can be practiced with a materially different product such as 
one with a pump (rather than a decreased diameter portion) near the flared chamber portion. 

Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification and divergent 
required searches, restriction for examination purposes as indicated is proper. 

Since Applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 25 and 26 are withdrawn from consideration as being 
directed to a non-elected invention (37 CFR 1.142(b) and MPEP § 821.03). 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-17, 21, and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 1 , line 4, "tubular portion" is a three-dimensional 
element, whereas "opening" is generally a two-dimensional feature, so the opening being "larger 
than the tubular portion" is deemed to be vague and indefinite; it is recommended that 
"diameter" or "cross-sectional area" be used to set forth the comparison limitation. In claim 21 , 
lines 4 and 5, it is unclear whether volume, length, diameter, or some other measurement is 
implied by the term "smaller". Other errors were noted. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR L56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 3 5 7, 14, 16, 18, 19, and 21 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Horiguchi, US 5,755,779. Since the decreased diameter portion is part of the 
tubular portion (instant claim 1, line 3), the Horiguchi opening diameters are certainly larger than 
tubular portion diameters at respective stricture portions 5, 23a, and 24a. Regarding claim 3: 
column 3, lines 7-14 and 30-34. Regarding claims 14 and 16: column 1, lines 5-10; column 4, 
line 56. Regarding claim 19, oblique cross-sections are generally oval. 

Claims 2, 4-6, 8-11, 15, 17, 20, and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Horiguchi, US 5,755,779. Regarding claim 2 and others, the term "diameter" 
is defined as "[a] straight line segment passing through the center of a figure, esp. of a circle or a 
sphere, and terminating at the periphery" (Webster 's II New Riverside University Dictionary, 
1 984), so the enlarged chambers at either end of the embodiment depicted in Figure 4 comprise a 
first diameter parallel to an axis of the tube and a second diameter transverse to said axis. The 
enlarged chambers having a length along the longitudinal dimension of the tube so as to be 
greater than said second or transverse diameter would have been obvious in order to provide 
adequate material for anastomosing to the patient's natural blood vessels. A final concave 
portion is defined by the interior surface at each opening. Regarding claim 4 and others, 
generally outwardly concave and convex transitional regions would have been inherent from 
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Figures 2 and 3 and column 5, lines 1-4. Regarding claim 6, diameters of about 14 mm would 
have been obvious in order to accommodate blood vessels of complementary size. Regarding 
claim 1 5 and others, ePTFE was well known in the art at the time of the present invention and 
would have been an obvious "artificial" material in view of its hemocompatibility and other 
favorable properties. i 

Claim 23 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by the Gore 
advertisement, published prior to June 21 , 1989 (one page). The ePTFE structure pictured on the 
right comprises an enlargement at a distal end because of the ring, which defines an outer 
diameter larger than an outer diameter of the tubular part. 

Claims 1-5, 7-11, and 14-17 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Lunn, US 5,476,506. As seen from the drawings, "the end portions 16 and 18 of 
the graft 10 have greater diameters in the relaxed state than the central portion 20" (column 4, 
lines 16-18), with "relaxed" being further explained at column 6, lines 28-32, for example. The 
decreased diameter portion corresponds to the trough 28 nearest a respective end formation 16 or 
18. The graft is capable of being connected to an opening, such as an ostium, whether or not 
such was the intent. Regarding claim 2, the first diameter or longitudinal dimension of the 
enlarged chamber 16 or 18 is inherently longer than a transverse diameter thereof, at least in said 
relaxed state (Figure 5A; column 5, lines 24-35); outwardly convex and concave transitional 
regions are shown in Figure 3; further concave and convex portions are depicted in Figure 2. 
Regarding claim 3, blood flow with at least a partially non-laminar nature would have been 
inherent from the different luminal diameters involved. Regarding claim 15 and others: column 
5, line 66. 
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Claims 6 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lunn, 
US 5,476,506. Regarding claim 6, the particular dimensions would have obvious to the ordinary 
practitioner in order to accommodate a range of blood vessel sizes. Regarding claim 23, ePTFE 
would have been obvious from the contemplated alternatives to weaving and knitting (column 6, 
lines 1-5) and from the prevalence of ePTFE in the art. 

The Applicant's remarks have been reviewed but are deemed to be moot in view of the 

new grounds of rejection, which were necessitated by the language added to claims 1,18, and 21, 

and by the new claims. Therefore: 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse whose telephone number is 571-272-4762. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Corrine 
McDermott, can be reached on 571-272-4754. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273 
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